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REMARKS/ARGUMENTS 

1. Telephone Interview S ummary 

Applicants thank the Examiner for granting a telephone interview with the 
undorsigtied on December 17, 2004 at which the outstanding office action was discussed. 
Applicanla agreed to incorporate the element from dependent claim 34 into independent claims 
as suggested by the Examiner to moot the art-based rejections. The Examiner said that so far the 
claims had been examined only for the bacteriophage embodiment; and additional consideration 
may be needed for generic claims to replicable genetic packages. Regarding the indefiniteness 
rejection, the Examiner expressed a preliminary view that further amendment of the claim would 
not be necessary but reserved the right for further consideration of this issue. 

2. Claim Amendments 

In accordance with the interview, applicants have amended independent claims 1 
45 and 127 to include the element finom previous claun 34, Claim 34 has been cancelled. All 
remaining claims have been amended to recite bacteriophage instead of replicable genetic 
package. Claims rendered redundant by this amendment have been cancelled. Dependency of 
claims depending from cancelled claims has been changed. Withdrawn method claims have 
been cancelled. No amendment should be construed as an acquiescence in any ground of 
rejection. 

3. Current Status of Claims 

Claims 1, 4-9,1 1-12, 22-33, 35-38, 40, 42, 44-47, 49-50, 54, 127 are pending and 
examined. Claims 10, 13-21, 43, 48, 51-53, are withdrawn. Claims 2-3, 34, 39, 41, 55-126 are 
cancelled. 

4. Claim Rejection imdcr 35 USC 1 12. second paragraph 
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The claims stand rejects on the basis that the phrase "heterologous nuoleic aoid 
tag that can be decoded to identify a characteristic of the compound** is unclear as to what is 
meant by decoding the heterologous tag and the particular structural/functional relationship 
between the tag and the compound. The Examiner indicates at p. 10 of the office action that 
incoiporating the element of claim 34 into the independent claims may be remedial. The 
Examiner also indicated at the intecrview that no amendment may in fact be required. Insofar as 
the rejection is maintained, it is respectfblly traversed, 

That the claims do not define a specific relationship between a code and property 
of the compound is not a basis for indefiniteness. The specification (e,g*, paragraph bridging pp, 
25«26 indicates) that a tag can code a broad range of properties of the Compound. For example, 
the code may designate a value, symbol, synthesis step or identity of the compound. The 
specification also teaches that any code can by associated with a compoimd via a correspondence 
regime (see, e.g., p. 39). Breadth of the claims is not to be equated with indefinitcness. In re 
MiUer, 169 USPQ 597 (CCPA 1971). 

No reason has been provided that a skilled person would have difficulty 
determining what was and was not included in the claims. For example^ the Examiner has 
apparently had no difficulty in applying art. Moreover, the skilled person m the chemical arts is 
well familiar with the concept of tagging to label compounds (see the discussion of the art cited 
at p. 21 of the specification)^ and would have no difficulty understanding tfie present claims. If 
the claims, read in hght of the specification reasoxiably apprise those skilled in the art both of the 
utilization and scope of the invention, and if the language is as precise as the subject matter 
pennits, the statute demands no more. Shatterproof Glass Corp. v. Libbey Owens Ford Co., 22? 
USPQ 634(FedCir. 1985). 

Given the familiarity of the artisan with the concept of tagging compound 
libraries^ the broad teaching of the specification regarding possible relationships between tags 
and properties of compounds, and that breadth does not provide a basis for indefiniteness, it is 
respectfully submitted that the rejection should be withdrawn. 

Dependency of claims 40 and 42-44 was in error as noted by the Examiner, and 
has been corrected. 



PA(X 14/15 ' RCVD AT 3/25/2005 2:12:01 PM [Eastern Standard Tim 



mR.25.2005 li:21Pri 



TTC-PA 650-326-2422 



NO. 350 



P. 15 



Applicaticm No. 09/675,525 
Aniendment dated March 25, 2005 

Amendmezit under 37 CFR 1.116 Expedited ProceduFQ Bxamining Group 

5, Art-Based Rejections and Double Patenting 

The Examiner has indicated that all rejections would be withdrawn if the element 
of claim 34 was incorporated into claims 45 and 127, Applicants have incorporated the 
element of claim 34 into claims 1, 45 and 127. Accordingly, wifibdrawal of the rejection is 
respectfully requested 

6. Rednstatement of withdrawn claims 

Should claim 1 be fbimd allowable, it is requested that withdrawn dependent 
clams 10, 13-21, 43, 48, 51-53 which depend from claim 1 be reinstated under MPEP 809.02(c), 
and also allowed. The claims are allowable for at least the same reasons as claim 1 . Should the 
Examiner believe any of the withdrawn dependent claims require additional consideration or 
raise new issues, he is asked to telephone the undersigned to discuss cancellation of the same. 

If the Examiner beheves a telephone conference would expedite prosecution of 
this application* please telephone the und^gned at 650-326-2400. 



TOWNSEND and TO WNSEND and CREW LLP 

Two Embarcadero Center, Eighth Floor 

San Francisco, California 941 1 1-3834 

Teh 650-326-2400 

Fax: 650-326-2422 

JOL/RLC:aeb 



Respectfully submitted. 




Joe Liebeschuetz 
Reg. No, 37,505 
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